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Claims 1-6, 9 and 10 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The temriinology "no more than two fused ring 
aromatic groups" is not disclosed or suggested by the specification as originally filed. 

Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The terminology "comprise naphthalene" renders claim 8 indefinite since it leaves 
the structural formula of naphthalene open-ended i.e. the meets and bounds of the 
claimed invention cannot be determined. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-6 and 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Schroeter (U.S. Patent No. 2,980,535). 

Schroeter discloses light-sensitive compositions comprising polymers bonded to 
polycyciic fused aromatic groups having three fused rings. However, since applicant 
admits on page 4 of the specification, paragraph [0014] that many photoactive groups 
will be known to those familiar with the art, a person having ordinary skill in the art at the 
time the claimed invention was made would have been motivated to substitute a 
photoactive group disclosed by Schroeter by other well known photoactive groups 
because such a person would have expected the resulting polymers to possess similar 
properties.' Further, Schroeter discloses cellulose derivatives such as cellulose 
propionate but does not disclose such cellulose derivatives as hydroxymethyl cellulose 
or hydroxyethyl cellulose. However, since Schroeter also teaches that "other cellulose 
derivatives which contain free hydroxyl groups" can also be used (column 4, lines 1-2), 
a person having ordinary skill in the art at the time the present invention was made 
would have been motivated to use cellulose derivatives such as hydroxymethyl 
cellulose or hydroxyethyl cellulose which contain free hydroxy groups. Also, Schroeter 
discloses that any polymer having reactive groups such as hydroxyl groups or carboxyl 
groups can be used (column 3, lines 1-5). Therefore, a person having ordinary skill in 
the art at the time the claimed invention was made would have been motivated to use 
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polymers such as those encornpassed by the instant claims which have reactive 
hydroxyl groups. Therefore, the claimed compounds are prima facie obvious over the 
compounds disclosed by Schroeter. 

Applicant's arguments filed December 8, 2006 have been fully considered but 
they are not persuasive. 

Applicant admits on page 4 of the specification, paragraph [0014] that many 
photoactive, chromophoric groups will be known to those familiar with the art. 
Therefore, a person having ordinary skill in the art at the time the claimed invention was 
made would have been motivated to. select one such group among many others well 
known in the art. Further, applicant has not presented any evidence that reference's 
polymers are not water-soluble. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Ofnce action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR1.13d(a). 

A shoitened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eili Peselev whose telephone number is (571) 272- 
0659. The examiner can normally be reached on 8.00-4.30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia Jiang can be reached on (571) 272-0627. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Elli Peselev 

ELLI PESELEV 
PRIMARY EXAMINER 
GROUP 1200 



